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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1, 12 & 23 have been considered but are 
moot in view of the new ground of rejection. 

Additionally, upon further consideration, claims 2-7, 9-1 1, 13-18 and 20-22 are 
withdrawn from allowable subject matter. 

Claim Objections 

2. Claims 1, 12 & 23 are objected to because the claims recite "the image capture device" 
which is suggested to change to -the hand-held image capture device— for folly supported by 
antecedent basis of a hand-held image capture device. Appropriate correction is required. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-7, 9-18 & 20-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chui et al (US 6,657,702) in view of Kojima et al (US 2004/0174440 Al). 
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Regarding claim 1, Chui discloses a method for allowing a user to select actions 
(printing, e-mailing, etc., see Figs. 5-7C) to be taken by a server (300, Fig. 3 A) when uploading 
images from a hand-held image capture device (digital camera 108, Fig. 1) over a network, the 
method comprising the steps of: 

(a) downloading (by loading a webpage using a web browser) an action list (Figs. 5-7C) 
from the server to the image capture device after the image capture device (this equates to a 
combined apparatus of the digital camera 108 and computer 100) establishes a connection with 
the server, the action list (i.e., a list of actions under "Picture Delivery") including one or more 
items representing actions that the server should take with respect to uploaded images (see col. 1, 
lines 40-42; col. 10, lines 40-65 and col. 15, line - col 17, line 6); 

(b) displaying the action list to the user on the image capture device after the user initiates 
an image upload process (see Figs. 5-7C); 

(c) after the user selects at least one of the items in the action list, sending the images and 
the selected action list item from the image capture device to the server (i.e., a server printer 
340); and 

(d) performing the action (i.e., printing) on the uploaded images specified by the selected 
action item. See col. 15, line - col. 17, line 6. 

Chui does not teach that the image capture device and a hand-held image capture device 
are a single device. However, as taught by Kojima, a hand-held image capture device comprises 
both a digital camera (23) and a computer (see Fig. 1, paragraphs [0021] & [0022]), wherein the 
hand-held image capture device is operated under OS windows 98 which is inherently includes a 
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web browser such as an internet explorer for internet access via modem 50 (see Fig. 7 and 
paragraph [0032]). 

Therefore it would have been obvious to one of ordinary skill in the art to combine the 
teachings of Chui and Kojima to implement a hand-held image capture device having all features 
and functions equivalent to the combined digital camera and computer in Chui so as to offer 
users a convenient and highly operable hand-held image capture device for capturing images and 
ordering online services. 

(note that the Examiner reserves the right to address features from Prior Art shown in 
Figs. I-2F in Chui if necessary). 

Regarding claim 2, it is clear that the server is a part of photo-sharing service website 
(see Chui, Figs. 5-7C). 

Regarding claim 3, also disclosed by Chui is that the action list includes at least of one a 
print item, a store item that instructs the server where to store the images, a send item that 
instructs the server where to send the images (see Figs. 5-7C; col. 18, line 48 - col. 20, line 25). 



Regarding claim 4, Chui also discloses a step of providing the store item instructs the 
server to store the images within the photo-sharing service website (col. 1 5, line 59 - col. 16, line 
9). 
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Regarding claim 5, Chui further discloses the step of providing that the store item 
instructs the server to store the images to a location external to the photo-sharing website (see 
Figs. 7A & 7B, wherein the images are sent to an external in-box via e-mail or the images are 
simply printed and sent to a physical address where the images are stored). 

Regarding claim 6, Chui further discloses a step of providing e-mail address as the send 
item in the action list (see Fig. 7 A). 

Regarding claim 7, Chui further discloses that the user can create the action list on the 
image capture device (col. 16, lines 22-36). 

Regarding claim 9, Chui also discloses steps of creating a user account for the user the 
first time the image capture device establishes a connection with the server, and creating a 
default action list for the user (col. 22, lines 16-24, wherein "the first time the image capture 
device establishes a connection with the server" is encompassed). 

Regarding claim 10, it is clear in Chui that the method includes the step of allowing the 
user to manually create the action list on the photo-sharing service website by navigating to the 
photo-sharing service website using a web browser and manually creating the action list (see col. 
16, lines 22-36). 
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Regarding claim 11, Chui also discloses automatically creating the action list on the 
photo-sharing service website in response to the user actions performed on the photo-sharing 
service website through a web browser (see Chui, col. 16, lines 22-36 and col, 22, lines 10-23, 
wherein if the user does not need to re-arrange or modify the action list, a default list is 
automatically created). 

Regarding claims 12-18, see the analyses of claims 1-7, respectively. 

Regarding claims 20-22, see the analyses of claims 9-11, respectively. 

Regarding claim 23, see the analysis of claim 1, wherein "storing an action list on the 
image capture device" is inherent since the action list must be loaded into a buffer of the image 
capture device in order for the web browser to operate as disclosed. Furthermore, the action list 
includes any combination of specifying a storage location, sanding the images to one or more 
email addresses and analyzing or performing calculations on the image (for printing) is also 
disclosed in Figs. 5-7C as analyzed in claims 3-6. 

Conclusion 



4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nhan T. Tran whose telephone number is (571) 272-7371. 
examiner can normally be reached on Monday - Thursday, 8:00am - 6:00pm. 



The 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Ometz can be reached on (571) 272-7593. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



NT. 




PRIMARY EXAMINER 



